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DETAILED ACTION 

1 . Claims 1-41 are examined on the merits. 

CLAIM REJECTIONS - 35 U.S.C § 112, SECOND PARAGRAPH 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1-20 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

4. Claim 1 recites "a storage environment" in line 1, and "a computer implemented method" 
in lines 4-6, which cause claim 1 to be vague and indefinite because the metes and bounds of 
said claim is not clear. For example, claim 1 is not clear as to whether said claim is directed to a 
method or product. Clarification of the metes and bounds is required. The same issue is present 
in claim 12. Claims 2-1 1 and 13-20 are rejected for being dependent from claim 1 or 12. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

6. Claims 1-9, 1 1-28, and 30-41 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Bolik et al. (June 2002) (Bolik hereafter). 
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CLAIM INTERPRETATIONS 

7. The instant specification discloses "[t]he tag file stores information that can be used to 
locate the migrated data. . The tag file may contain attributes or metadata of the migrated file" 
(paragraph [0005]). Bolik does not explicitly disclose the limitation of "tag file." However, 
Bolik discloses "the HSM client stores a unique, file system-specific identifier... with the file on 
the HSM server" (tag). The "HSM system stub file provides important information such as 
where the actual data is located on the server" (page 1, column 1, [0004]). Further, Figure 4 of 
Bolik describes the "[^reconciliation process compares files identified by their corresponding ID 
with the corresponding files in the file system." The disclosure of storing a unique identifier for 
each file and stub files that can be used to locate the migrated data has been interpreted as "tag 
file" and "the corresponding files in the file system" has been interpreted as "data file." 

8. In regard to the limitation of "inconsistency", Bolik via Figure 4 discloses a 
"reconciliation process" which as been attributed with the customary and ordinary meaning of to 
make compatible or consistent. Therefore, one of ordinary skill in the art would conclude that 
the identifying of "inconsistency" is inherent in the "reconciliation process" of Bolik. 
PRIOR ART 

9. In regard to claim 1 , Bolik discloses a computer-implemented method of maintaining 
consistency of the file system of the first server (page 3, [0040], especially, "HSM server stores 
data, migrated from the file server to the tape storages"), the method comprising: 

Providing first information comprising information related to the plurality of files stored 
in the file system of the first server (page 3, [0043[), the first information comprising a 
plurality of entries, each entry corresponding to a file and storing status information 
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identifying whether the file is a tag file (page 3, column 2, [0046]) or a data file (page 3, 
column 2 5 lines 1-4), each entry storing attributes information identifying one or more 
attributes of the file (page 3, column 2, [0047]); 

Comparing the plurality of files to information included in the first information (page 5, 
[0077] to column 2, [0086]), especially, "if the attributes... match...", and Figure 4); 
Identifying, based on the comparing, at least a first inconsistency where information 
associated with a first file from the plurality of files is inconsistent with information in 
the first information (page 5, [0077] to column 2, [0086]); and 

Performing a first set of one or more operations to resolve the first inconsistency (page 5, 
[0077] to column 2, [0086], especially "mark files for removal..."). 

10. In regard to claim 2, Bolik discloses identifying at least a first entry in the first 
information that stores status information identifying a file as a tag file (page 5, column 1 , 
[0080], especially, "marking each unmodified migrated file as found (status)...") and for which 
there is no corresponding tag file in the plurality of files; and performing a second set of one or 
more operations for the first entry (page 5, column 1, [0081], especially, "all files in the server 
list not marked "found" will be marked for removal", and column 2, [0086], especially, "the 
HSM client loops through the remove list, and marks each of them for removal from the server 
storage pool" (second set of operations). 

11. In regard to claim 3, Bolik discloses determining, based upon information in the first 
entry, if a repository file exists corresponding to the first entry (page 5, column 1, [0080], 
especially, "marking each unmodified migrated file as found..."), and deleting the first entry 
from the first information upon determining that a repository file corresponding to the first entry 
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does not exist (page 5, column 1, [0081], especially, "all files in the server list not marked 
"found" will be marked for removal", and column 2, [0086], especially, "the HSM client loops 
through the remove list, and marks each of them for removal from the server storage pool" 
(second set of operations). 

12. In regard to claim 4, Bolik discloses the claimed invention as cited above. Further, the 
"creating a tag file. . ." step has been interpreted as a conditional statement wherein the step is 
only performed when the specified condition "that a repository file corresponding to the first 
entry exists" has been met. Or the step is not performed when said condition has not been met. 
Therefore, the step of "creating a tag file. . ." has been interpreted as being optional. Claim scope 
is not limited by claim language that suggests or makes optional but does not require steps to be 
performed, (see MPEP 21 1 1 .04 [R-3]). 

13. In regard to claims 5-7, Bolik discloses the claimed invention as cited above. Further, 
Bolik disclose "[i]n addition to the migrated and resident states of a file, some HSM systems 
provide a third state: premigrated" and "the list of migrated files, in particular by use of the 
unique ID stored in the list or array, from which the server as before, but now the server list 
includes the file id for each entry" (page 5, column 1, [0082] to [0083]), which anticipate the 
limitation of a generic "second information." 

14. In regard to claims 8 and 11, Bolik discloses the claimed invention as cited above. 
Further, Bolik discloses "[rjeconcilation process updates the managed data on the HSM server" 
(claim 13 and Figure 4), which has been interpreted as "updating..." of claims 8 and 1 1. 

1 5. In regard to claim 9, Bolik discloses the claimed invention as cited above. Further, Bolik 
discloses "[otherwise the entry will be added to a list in client memory... (page 5, column 1, last 
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line, to column 2, line 3), which has been interpreted as "performing a first set of one or more 
operations comprises adding an entry. . ." of claim 9. 

16. In regard to claims 12-28 and 30-41, Bolik discloses the claimed invention as cited 
above. 

Claim Rejections - 35 USC § 103 

1 7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 8. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

19. Claims 10 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bolik et 
al. (June 2002) (Bolik hereafter) as applied to claims 1-9, 1 1-28, and 30-41 above. 

In regard to claims 10 and 29, Bolik describes all the limitations of claims 10 and 29, except for 
the limitation of "adding a second entry to the first information for the first file." However, 
Bolik describes "for each entry from the server list received... the entry will be added to a list in 
client memory..." as directed to all entries (page 5, column 1, [0082], to column 2, [0086]). 
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Further, Bolik describes the invention provides scalability and significant performance 
improvement of such HSM system. An artisan of ordinary skill in the art at the time of the 
instant invention would have been motivated to add "second entry.. to improve the 
performance of the HSM system. Therefore, it would have been obvious to one having ordinary 
skill in the art at the time of the invention was made to use the invention as described by Bolik 
with a second entry to improve the performance of the HSM system. 

20. Further, the addition of "second entry" has been interpreted as a mere duplication of the 
addition of the first entry (duplication of parts) as described by Bolik. The court held that mere 
duplication of parts has no patentable significance unless a new and unexpected result is 
produced. 

CONCLUSION 

21 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: Cabrera et al. (US 6,981,005 Bl) and Dunham (US 6,269,431 Bl). 

22. Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now contact the 
USPTO's Patent Electronic Business Center (Patent EBC) for assistance. Representatives are 
available to answer your questions daily from 6 am to midnight (EST). The toll free number is 
(866) 217-9197. When calling please have your application serial or patent number, the type of 
document you are having an image problem with, the number of pages and the specific nature of 
the problem. The Patent Electronic Business Center will notify applicants of the resolution of 
the problem within 5-7 business days. Applicants can also check PAIR to confirm that the 
problem has been corrected. The USPTO's Patent Electronic Business Center is a complete 
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service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also 
enables applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. 

23. For all other customer support, please call the USPTO Call Center (UCC) at 800-786- 
9199. The USPTO's official fax number is 571-272-8300. 

24. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. Dune Ly, whose telephone number is (571) 272-0716. The 
examiner can normally be reached on Monday-Friday from 8 A.M. to 4 P.M. 

25. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tim Vo, can be reached on (571) 272-3642. 



C. Dune Ly 
Patent Examiner 
9/4/06 




